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wmS P pLtentterm adjustment. See 37 CFR 1704(b). 

Stat lTs Responsive to communication(s) filed on zeFebruanLm- 
Z, • cikiai 2b)S This action is non-final. 

2a)D This action is FINAL. fi* proS ecution as to the merits is 

, Disposition of Claims 

4) H Claim(s) is/are pending in the application. 
4a) Of the above claim(s) 1fkl9 is/are withdrawn from considerate. 

5) D Claim(s)^_ is/are allowed. 

6) H Claim(s)H5 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) 0 ciaim(s) are subject to restriction and/or election requ.rement. 

Application Papers 

QMS3 The sDecification is objected to by the Examiner. 

9) SThespecmca a)Daccep ted or b)D objected to by the Exam.ner. 
10)D The drawing(s) filed on is/are. a )U p 1 

Appiicantrnaynot^^^ 

1 10 The proposed drawing correction filed on «. a)U approvea ,u 

,f approved, corrected drawings are required in rep.y to this Office action. 
12)D The oath or declaration is objected to by the Exam.ner. 

Priority under 35 U.S.C. §§ 119 and 120 
ISMS Acknowledgment is made ofaclaim for foreign priority under 35 U.S.C.§ 119(a) (d) or (f) 

a)HA)l b)D Some*c)D None of: 

1 & Certified copies of the priority documents have been rece,ved. 

* See the attached detailed Office action ror a , . (t Drovision ai application). 

140 Acknowledgment is made of a daim for domestic priority under 35 U.S.C § 1 19(e) (to a provis 
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DETAILED ACTION 

Election/Restrictions 

1 Restriction to one of the following inventions is required under 35 U.S.C. 1 21 : 

I. Claims 1-1 5, drawn to a capacitor, classified in class 361 , subclass 306.3. 

II. Claims 1 6-1 9, drawn to a method of forming a capacitor, classified in class 
156, subclass 89.12. 

The inventions are distinct, each from the other because of the following reasons: 
2. Inventions II and I are related as process of making and product made. The 
inventions are distinct if either or both of the following can be shown: (1 ) that the 
process as claimed can be used to make other and materially different product or (2) 
that the product as claimed can be made by another and materially different process 
(MPEP § 806.05(f)). In the instant case, the process as claimed can form a resistor. 
Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for 
examination purposes as indicated is proper. 

3. Because these inventions are distinct for the reasons given above and have 
acquired a separate status in the art as shown by their different classification, restriction 
for examination purposes as indicated is proper. 

4. During a telephone conversation with Joel Armstrong on 5/9/02 a provisional 
election was made WITH traverse to prosecute the invention of invention I, claims 1-15. 
Affirmation of this election must be made by applicant in replying to this Office action. 
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Claims 16-19 are withdrawn from further consideration by the examiner, 37 
CFR 1.142(b), as being drawn to a non-elected invention. 
5. Applicant is reminded that upon the cancellation of claims to a non-elected 
invention, the inventorship must be amended in compliance with 37 CFR 1 .48(b) if one 
or more of the currently named inventors is no longer an inventor of at least one claim 
remaining in the application. Any amendment of inventorship must be accompanied by 
a request under 37 CFR 1 .48(b) and by the fee required under 37 CFR 1 .170). 

Priority 

6. Acknowledgment is made of applicant's claim for foreign priority under 35 
U.S.C. 119(a)-(d)- 

Specification 

Applicant is reminded of the proper language and format for an abstract of the 



7. 

disclosure. 



The abstract sh^ 
paragraph on a separate > sheet with J^^^ e for the abstract 

the abstract not exceed 150 worts ,n ^ ^*^^ P and , eg al phraseology 
on the computer tape used by the P^^^. 1 ^ be avoided. The 

St^ 

tt re is a need for consulting the full patent text for deta.ls. 

The language should be clear and concise and should not repeat information 
• Imp S It should avoid using phrases which can be implied, such as, The 

b * this invention " ' The d,sclosure 

describes," etc. 

r " *v m sX«on haSbeen checked to .he extent necessa^ ,o 
determine the presence of all possible minor errors. Applicant's cooperation is 
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requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

9. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims out and distinctiy 

claiming the subject matter which the applicant regards as his invention. 

10. Claims 1-15 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claim 1 , lines 5-6, the limitation, "in dielectric particles constituting said dielectric 
layers" is confusing. It is suggested to applicant to delete this limitation and add, -the 
dielectric layers comprise particles wherein-after "wherein" on line 3. 

Claim 5, lines 2-3, the limitation, "said internal electrode layer" is confusing. 
Which one of the plurality of electrode layers? 

Claim 6 lines 2-3, the limitation, "said internal electrode layer is confusing. 
Which one of the plurality of electrode layers? 

Claim 7 lines 2-3, the limitation, "a thickness of said dielectric layer is confusing. 
Which one of the plurality of dielectric layers? 

Claim 8 lines 2-3, the limitation, "a thickness of said dielectric layer is confusing. 
Which one of the plurality of dielectric layers? 

Claim 9 lines 2-3, the limitation, "a thickness of said dielectric layer is confusing. 
Which one of the plurality of dielectric layers? 
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Claim 10 lines 2 & 5-6, the limitation, "said dielectric layer" is confusing. Which 

one of the plurality of dielectric layers? 

Claim 1 1 lines 2 & 5-6, the limitation, "said dielectric lay** is confusing. Which 

one of the plurality of dielectric layers?3 

Claim 14 line 2, the limitation, "said dielectric layer- is confusing. Which one of 

the plurality of dielectric layers? 

Claim 14 lines 6-7 is not in proper Markush format. "Is selected from the group 

consisting of 

Claim 15 line 2, the limitation, "said dielectric layer" is confusing. Which one of 

the plurality of dielectric layers? 

Claim 15 lines 6-7 is not in proper Markush format. "Is selected from the group 

consisting of 

Claim Rejections • 35 USC § 102 



11. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
States. 

(e) the invention was , secfon 122(b) , by anotherfiled in the United States 

(1) an application for patent, published under ^secuon u mp, j application filed under the 

&E!SP& P £S£»I «*. m of an Me— applied M U n*, 

the treaty defined in section 351 (a). 



Page 6 

Application/Control Number: 09/865,575 
Art Unit: 2831 

12 . Claims14 are rejected under 35 U.S.C. 102(e) as being animated by Inornate 

et al. (US 6,205,014). 

Regarding claim 1, Inornate et al. disclose a mufflayer ceramic capactor 
comprising internal electrode layers and dielectric layers, wherein the dielectric layers 
comprise partes, wherein an average particle diameter (r), in a direction parallel w«h 
the interna, efcctrode layers is larger than a thickness (d, o, said di.ec.ric layer (see 
col. 3 lines 15-23). 

Regarding claim 2, as seen in CO.. 3 lines 15-23. Inornate e. al. disdose wherein 
a r* (R/d) between said average parte diameter (r) and the thickness (d) of me 

dielectric layers satisfies 1 <R/d<3. 

Reeling claim 3, Inornate et al. dispose a main component of the internal 

electrode layers is Ni (col. 3 lines 24-27). 

Regarding claim 4, Inornate et al. disclose a main component of the internal 

electrode layers is Ni (col. 3 lines 24-27). 

13. Claims 14, 7-11, 14-15 are rejected under 35 U.S.C. 102(b) as being anticipated 
by Nomura etal. (US 5,319,517). 

Nomura et al. disclose a muKilayer ceramic capactor comprising internal 
etedrode layers and dielectric layers, wherein the dielectric layers comprise partes, 
wherein an average parte diameter (r), in a direction parallel with the internal 
electrode layers is larger than a thickness (d) of said dielecttc layer (see col. 1 lines 60- 
65 & col. 5 lines 62-64). 
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Regarding Cairn 2, as seen in coi. 1 lines 60-65 & col. 5 lines 62-64, Nomura et 
al. disclose wherein a ratio (R/d) between said average particle diameter (r) and the 
thickness (d) of the dielectric layers satisfies 1<R/d<3. 

Regarding claim 3, Nomura et al. disclose a main component of the internal 
electrode layers is Ni (col. 2 lines 50-52 lines 24-27). 

Regarding claim 4, Nomura et al. disclose a main component of the internal 
electrode layers is Ni (col. 2 lines 50-52 lines 24-27). 

Regarding claim 7, Nomura et al. disclose the dielectric layers can have a 
thickness less than 3 ^m (see col. 1 lines 60-65). 

Regarding claim 8, Nomura et al. disclose the dielectric layers can have a 
thickness less than 3 urn (see col. 1 lines 60-65). 

Regarding claim 9, Nomura et al. disclose the dielectric layers can have a 
thickness less than 3 urn (see col. 1 lines 60-65). 

Regarding claim 10, Nomura et al. disclose the dielectric layer comprises the 
dielectric particles and a grain boundary phase, and an area ratio of the grain boundary 
phase in a section of the dielectric layer is 2 % (see col. 4 lines 6-1 0). 

Regarding claim 1 1 , Nomura et al. disclose the dielectric layer comprises the 
dielectric particles and a grain boundary phase, and an area ratio of the grain boundary 
phase in a section of the dielectric layer is 2 % (see col. 4 lines 6-10). 

Regarding claim 14, Nomura et al. disclose the dielectric layers comprise 
dielectric particles, a grain boundary and grain boundary phase comprises a 
segregation phase that consists of Mn, Y, V and W. 
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Regarding claim 1 5, Nomura et al. disclose the dielectric layers comprise 
dielectric particles, a grain boundary and grain boundary phase comprises a 
segregation phase that consists of Mn, Y, V and W. 

Claim Rejections - 35 USC § 103 
M. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

fath in section 102 of mis Hie, ' f *«*^*^ e e ™ w h i e been obvious at the lime the 
fte poor art ere sucb thai the subject ™» a = a „\ Wc h said subject matter pertains. 

the daims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly ovmed a. the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant * advised of the «g*n 
under 3 7CFR1.56topointouttheinventorandinven.iondate S ofeachclaimthatwas 

„„, common* owned a. the fime a later invention was made in order for the examiner to 
consider the applicabilfty of 35 U.S.C. 103(c) and po.en«al 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a).. 

16 . . Claims 5-6 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Inomata et al. (US 6,205,014). 

Regarding.claim 5, Inomata etal. disclose the claimed invenuon except for the 
internal electrodes comprising M having Fe segregated in me internal electrodes. Ni 
electrodes having Fe segregated in the internal electrodes are known in the art. I. 
wouki have been obvious to one having ordinary skill in the art a. me time the invenuon 
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was made to form the interna, elects o, Inornate e» a,, of a nickel materia, having Fe 
sedated in the M eieotrcde, since it has been held to be within the general skill 
„, a worter in the art to select a known materia, on the has. of its suability for the 
intended use as a ma»er o, obvious design choice. In re Leshin. ,25 USPQ 416. 

Regarding claim 6. Inornate et al. disclose me claimed invention except for me 
interna, electrodes comprising M having Fe segregated in the interna, elecWes. Ni 
decides having Fe segregated in me interna, Erodes are know* in me art. ,. 
wo.dhavebeenobv.ustoonehavingordina.skiiMnmeartatmetime.heinvention 

was made to form the interna, electrodes o, .nomata et al. of a nickel materia, having Fe 
segregated in me interna, electrode, since i, has been he* to be within the general s«, 
o, a worker in me art to seiec, a known materia, on the basis o, b suitably for the 
Mended use as a matter of obvious ft*, chofce. ,n re Leshin. 125 USPQ 416. 
,7. Cairns 12-13 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
inornate e. al. (US 6.205,014) in view of Iguchi et al. (US 5,977,006). 

,„omate et al. disdose me claimed invention exceptfor me dielectric particles 

having a core-shell structure. 

Iguchi et a,, teach the use of a core-shell structure d,e,ectric particles for 
dielectr.teyersinrnuMayerceramiccapaci.ors.l.wouldhavebeenobvioustoa 

wouid provide a dielectric having a hfch dielecWc constant a stable temperature 
characteristic. 
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Regarding daim 13, Inornate et al. disclose the daimed invention except for the 
dielectric particles have a core-shell structure. Iguchi e, al. teach the use of a core-shel, 
„ dielectric particles for dielectric layers in multilayer ceramic capacitors. It 
would have been obvious to a person o, ordinal sKill in the art a, the time me invention 
was made to use the ceramic material of Iguchi e. al. in the capaoKor of Inornate e. a,., 

since such a modfcanon would provide a dietectric having a high diandric constant 

with a stable temperature characteristic. 



Conclusion 

«. The prior art made of recort and not relied upon is considered pertinent to 

applicant's disclosure. 

US 2001/0055193 - disposes a capacitor having dielectric layers formed from 

particles having a shell-core structure. 

W8W 40 - discloses a capacitor having dielectric layers formed from particles. 
4,654,750 - discloses a capacitor having dielectric layer, formed from partides. 

Any inquiry concerning this communication or eariier communications from the 
examiner should be directed to Eric W Thomas whose telephone number is (703) 305- 
0878 The examiner can normally be reached on Monday-Friday 6:00 AM-6:30 PM. 

, attempts to reach the examiner by telephone are unsuccessful, me examines 
supervisor, Dean Reichard can be reached on 703-308-3682. The fax phone numbers 
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for the organization where this application or proceeding is assigned are (703) 305-3432 
for regular communications and (703) 305-1 341 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0956. 
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SUPERVISORY PATENT EXAMINER 
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